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DETAILED ACTION 

The Amendment filed 5/29/2009 in response to the Office Action of 3/30/2009 is 
acknowledged and has been entered. Claims 43-45, 49, 50, 69-71 and 74-76 have been canceled. 
Claim 45 has been amended. Claims 46, 72 and 73 are under examination. 

Upon further consideration the Finality of the Office action of 3/30/2009 is withdrawn to 
make the rejections present in this Office action. 

New Rejection 

Claim Rejections - 35 USC § 112 

Claims 46, 72 and 73 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 46 recites the limitation "binding of the HIV protein to the target protein" in the 
last line of the claim. There is insufficient antecedent basis for this limitation in the claim. It is 
understood that the host protein encoded by the Rab9 target sequence is binding to the HIV 
protein. Correction and/or clarification is required. 

The limitation "wherein the host protein is a protein encoded by a Rab9 target sequence 
that comprises SEQ ID NO: 118" in claim 46 encompasses a protein that comprises the full- 
length sequence of encoded by SEQ ID NO: 118 or any portion of that protein. The claim is 
anticipated by a dipeptide or any short peptide encoded by a portion of SEQ ID NO: 118. 
Correction and/or clarification is required. 
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Claim Rejections - 35 USC § 103 

Rejection of claims 43-45, 49, 50 and 69 under 35 U.S.C. 103(a) as being unpatentable 
over Wu et al. (US Patent Application Publication 2003/0166870 Al) in view of Hanna et al. 
(PNAS, May 2002, Vol. 99, p. 7450-7454) as evidenced by Blot et al. (Journal of Virology, June 
2003, Vol. 77, p. 693 1-6945) is moot because Applicant canceled the claims. 

New Rejection 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 46, 72 and 73 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wu et al. (US Patent Application Publication 2003/0166870 Al) in view of Hanna et al. 
(PNAS, May 2002, Vol. 99, p. 7450-7454) and Muzny et al. (Accession number AC 079383, 
2000, p. 1-64) as evidenced by Blot et al. (Journal of Virology, June 2003, Vol. 77, p. 6931- 
6945). 

The present claims recite "wherein the host protein is a protein encoded by a Rab9 target 
sequence that comprises SEQ ID NO: 118" in claim 46 encompasses a protein that comprises the 
full-length sequence of encoded by SEQ ID NO: 118 or any portion of that protein. The claim is 
anticipated by a dipeptide or any short peptide encoded by a portion of SEQ ID NO: 118. 

Additionally the claims recite: "contacting the host protein with the HIV protein and a 
test compound, wherein the host protein is a protein encoded by a Rab9 target sequence that 
comprises SEQ ID NO: 1 18 or SEQ ID NO: 1 19 or hybridizes under high stringency conditions 
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to a Rab9 target sequence comprising SEP ID NO: 118 or SEP ID NO: 1 19. wherein the high 
stringency conditions comprise hybridization at 42 °C with a hybridization solution comprising 
5X SSC and a wash with a wash solution comprising 2X SSC at 65 °C ". 

It is herein interpreted that the host protein of the present invention is any protein 
encoded by a nucleic acid sequence that hybridizes to the SEQ ID NO: 118 or SEQ ID NO: 1 19. 

Additionally, the claims only require a portion of the host protein. 

Wu et al. teach methods of identifying an agent that decreases binding of HIV envelope 
protein to CCR5 chemokine receptor thereby decreasing the HIV virus infecting the cell through 
the CD4 T cell receptor, the methods comprise contacting the T cell receptor host cell protein 
with the envelope protein of an HIV virus, the test compound and an antibody binding CCR5, 
and determining whether binding of the viral protein to the host protein is decreased in the 
presence of the test compound/agent (see claims 57-68 and [0083], [0084], [0110], [0112], 
[0196], [0198]). The methods taught by Wu et al. comprise expressing the host protein in a cell 
and contacting the host protein with the HIV envelope protein and a test compound (see [0012], 
[0013], [0021], [0061], [0078], [0086], [0155] and [0156]. The viral protein comprises a label 
and the method comprises detecting the amount of the label in order to determine whether the 
binding of the HCV envelope protein to T cell receptor has decreased (see [0084]). 

Wu et al. does not teach host protein Rab9. 

Hanna et al. teach that Rab9 protein binds the vesicle cargo selection protein T1P47 and 
facilitates the transport of proteins from endosomes to trans Golgi network (see Abstract and 
Discussion). Blot provides evidence that HIV envelope glycoprotein is located in the trans-Golgi 
network and teaches that Rab9 bound to TIP47 interacts with the cytoplasmic tail of the HIV 



Application/Control Number: 10/535,523 Page 5 

Art Unit: 1648 

envelope glycoprotein subunit p41 and is critical for the incorporation of HIV envelope 
glycoprotein into mature virions (see the entire document). 

Muzny teaches Rab9 wild-tj^e nucleic acid sequence that hybridizes to present SEQ ID 
NO: 118. Any protein that is encoded by Muzny 's nucleic acid, including a wild-type Rab9 
protein reads on the host protein of the present invention. 

It would have been prima facie obvious to provide Wu's method of identifying an agent 
that decreases binding of HIV envelope protein to Hanna's Rab9 protein encoded by Muzny 's 
nucleic acid sequence that hybridizes to present SEQ ID NO: 1 18, the method comprising 
contacting Rab9 protein with the test compound and the HIV protein and determining whether 
binding of the HIV protein to the Rab9 protein is decreased in the presence of the test compound 
because Rab9 protein has been known to facilitate the transport of proteins (including viral 
proteins) from the endosomes to trans Golgi as taught by Hanna. It would have been obvious to 
substitute Hanna's Rab9 protein for Wu's T cell receptor host protein. 

One would have been motivated to use Rab9 protein as a host protein in Wu' assay for 
identifying compounds that decrease binding of HIV protein to Rab9 host cell protein because 
Hanna teaches that Rab9 protein facilitates the transport of proteins from endosomes to trans 
Golgi network and because Blot provides the evidence that HIV envelope protein is transported 
from the endosomes to trans Golgi where it resides. 

One would have had a reasonable expectation of success to practice the claimed methods 
because Wu provides evidence that laboratory methods involving cell signaling have been 
known in the art at the time of the present invention. 
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Thus the invention as whole would have been prima facie obvious to the skilled artisan at 
the time when the invention was made. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to AGNIESZKA BOESEN whose telephone number is (571)272- 
8035. The examiner can normally be reached on Monday through Friday from 9:00 AM to 6:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Larry Helms can be reached at 571-272-0832. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Agnieszka Boesen/ 
Examiner, Art Unit 1648 



